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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF CALIFORNIA 



FNVITROGEN CORPORATION, a 
Delaware Corporation, 

Plaintiff, 



v. 



PRESIDENT AND FELLOWS OF 
HARVARD COLLEGE, a Massachusetts 
Corporation, 

Defendant. 
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COMPLAINT 



DEMAND FOft H 1 R Y_TJ^Ais=^ps 



MAY 3 0 2007 



U.S.PATEM1 AND T i^?^ ! yS?APf ^ 
BOARD OF '^'S^cM^pQ 



COMPLAINT 



Plaintiff Invitrogen Corporation ("Invitrogen") for its complaint against the defendant 
President and Fellows of Harvard College ("Harvard"), states as follows: 

THE NATURE OF THE ACTION 

1. This is a civil action to remedy the decisions and judgment of the EJoard of Patent 
Appeals and Interferences ("Board") of the United States Patent and Trademark Office 
("USPTO TI ) adverse to party Chatterjcc in interference No. 105,292. titled "Deb K. Chattcrjee, 
Junior Party (Application 09/558,421) v. Stanley Tabor and Charles Richardson, Senior Party 
(Patent 5,614,365)" as provided for by 35 U.S.C. § 146, 
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THE PARTIES 

2. Invitrogen is a corporation organized and existing under the laws of the state of 
Delaware, having its principal place of business at 1600 Faraday Avenue, Carlsbad, California 
92008. 

3. Upon information and belief, Harvard is a corporation organized and existing 
under the laws of the State of Massachusetts, having its principal place of business at 1033 
Massachusetts Avenue, 3rd Floor, Cambridge, Massachusetts 02 1 3 S + Upon information and 
belief, Harvard is authorized to engage in business in California, is registered and does business 
in California by entering into repeated and successive transactions in this state, and has appointed 
an agent for service of process, namely. Corporation Service Company, which does business in 
California as CSC - Lawyers Incorporating Service, PO BOX 526036, Sacramento, California 
95S52. Upon information and belief. Harvard has filed tax returns in the state of California. 
Upon information and belief, Harvard owns and (eases real property in the state of California. 
Upon information and belief, Harvard has employees in the state of California. Upon information 
and belief, Harvard has had and does have agents operating on its behalf with respect to the 
subject matter of this Complaint in the state of California and in this judicial district (e.g., Patent 
5,61 4,365 was prosecuted on Harvard's behalf by attorneys at the law firm of Lyon & Lyon LLP, 
at its offices located in Los Angeles and San Diego f California). 

JURISDICTION AND VENUE 

4. Jurisdiction is based on 28 U.S.C. §§ 133] and 1338 and 35 U.S.C. § 146. 

5. Venue is proper in this judicial district under 28 U.S.C. § 1391, 

CLAIM FOR RELIEF 
(Civil Action under 35 U.S.C § 146) 

6. Invitrogen realleges and incorporates by reference paragraphs 1-5 of this 
Complaint. 

7. On April 6, 2005, the USPTO declared an interference, designated as Interference 
No. 105,292 ("the '292 interference"), under 35 U.S.C. § 135(a) between United States Patent 
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Application Serial No. 09/558,421 ("the Chatterjee '421 application") and United States Patent 
No. 5,614,365 ("the Tabor '365 patent"). 

8. The Chatterjee '421 application and the Tabor '365 patent generally relate to 
molecular cloning and expression of mutant DNA polymerases. 

9. in declaring the '292 interference the USPTO determined that certain claims of the 
Chatterjee '421 application and the Tabor '365 patent interfere because they claim common 
subject matter. The 792 interference is based on a single "count" that defines the interfering 
subject matter in the alternative: claim 1 of the Chatterjee '421 application or claim I of the Tabor 
'365 patent. Only the first inventor of subject matter corresponding to the count is entitled to 
patent claims directed to thai subject matter. 

10. The USPTO designated claims 1-6 and claims 1 5-20 of the Chatterjee '421 
application as corresponding to the count 

1 1. Deb K. Chatterjee is the first inventor of the subject matter of claims 1-6 and 
claims 15-20 of the Chatterjee '421 application, which is entitled to priority under 35 U.S.C. § 
120 to the priority benefit of the filing date of Chatterjee's priority applications, namely, United 
States Patent Application Serial No, 08/576,759, filed December 21 s 1995 ("the Chatterjee '759 
application"), United States Patent Application Serial No. 08/537,397, filed October 2, 1995 ("the 
Chatterjee T 397 application"), and United States Patent Application Serial No, 08/525,057, filed 
Septembers, 1995 ("the Chatterjee '057 application' 1 )- 

12. The entire right, title, and interest in and to the Chatterjee '421, the Chatterjee '759 
application, the Chatterjee '397 application, and the Chatterjee '057 application have been 
assigned to Invitrogen, which, for the purposes of this action, is the real party in interest for said 
applications, 

13. The USPTO designated claims l-3 : 5-1 I, 32, 40, 55, 56, 63, 69. and 70 of the 
Tabor '365 patent as corresponding to the count. 

14. Upon information and belief, Stanley Tabor and Charles Richardson claim to be 
the inventors of the subject matter of claims 1-3, 5-1 1, 32, 40, 55, 56 3 63, 69, and 70 of the Tabor 
'365 patent which purports to be entitled to the benefit under 35 U.S.C. § 120 of United States 
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4 
5 
6 
7 
8 
9 
10 
II 
12 



Patent Application Serial No. 08/324,437, filed October 17, 1994 ("the Tabor '437 application"), 
now abandoned. 

15. Upon information and belief, Stanley Tabor and Charles Richardson have assigned 
all rights in the Tabor '365 patent and the Tabor '437 application to Harvard, which, for the 
purposes of this action, is the real party in interest for the Tabor '365 patent. 

16. During the '292 interference and on March 15 : 2007, the Board mailed and filed 
paper no. 109, titled "Judgment - Merits - Bd. R. 127" (attached hereto as Exhibit A), which 
reads in part: "ORDERED that judgment is entered against Chatterjee; FURTHER ORDERED 
that Deb. K. Chatterjee is not entitled to a patent to claims 1-6 and 1 5-20 of Application 
09/558,421, which correspond to Count 1 and which are all the claims of the application." 

17. During the '292 interference and on March 1 5, 2007, the Board mailed and filed 
paper no. 108, titled "Decision - Priority - Bd. R. 125(a)" (attached hereto as Exhibit B), which 



13 | reads in part: "ORDERED that Chatterjee Motion 2 for priority is denied." 



14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



18. The Board's decisions or judgment in the '292 interference were based upon 
several erroneous determinations adverse to party Chatterjee, including, but not limited to, those 
set forth in paragraphs 19-21 of this Complaint. 

19. During the '292 interference and on March 15, 2007, the Board erroneously 
determined that Chatterjee failed to show, by a preponderance of the evidence, that Chatterjee 
actually reduced to practice an embodiment of the Count prior to Tabor's accorded benefit date. 

20. During the '292 interference and on March 1 5, 2007, the Board erroneously 
determined that Chatterjee failed to show, by a preponderance of the evidence, an actual 
reduction to practice of an embodiment within the scope of the Count on September 12, 199 L 

2 1 . During the '292 interference and on March 1 5, 2007 ; the Board erroneously 
determined that Chatterjee failed to show, by a preponderance of the evidence, an actual 
reduction to practice of an embodiment within the scope of the Count on July 29, 1994. 

22. Upon information and belief, no party to the 792 interference has appealed the 
decision of the Board to the United States Court of Appeals for the Federal Circuit. 
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PRAYER 

WHEREFORE, Invitrogen prays for a judgment: 

1 . Reversing all portions of the Board's decisions or judgment adverse to Chatterjee 
including reversing the Board's decisions of March 15, 2007 against Chatterjee: that Deb. K. 
Chatterjee is not entitled to a patent to claims 1-6 and 15-20 of the Chatterjee '421 application, 
and that Chatterjee failed to show, by a preponderance of the evidence, an actual reduction to 
practice of an embodiment within the scope of the Count prior to the earliest accorded benefit 
date of the Tabor '365 patent. 

2. Adjudging that Deb K. Chatterjee is the first inventor of the invention defined by 
the count and that Invitrogen is entitled to a patent of the United States for said invention; 

3. Determining that all claims of the Tabor 365 patent corresponding to the count are 
12 J unpatentable to Tabor; 

4. Entering judgment for Invitrogen and against Harvard in the '292 interference; 

5. Declaring this action an exceptional case; 

6. Awarding Invitrogen its costs in this action, including its reasonable attorneys' 
fees; and 

7. Awarding Invitrogen such other and further relief as the Court may deem just and 

proper. 

JURY TRIAL DEMAND 

Invitrogen hereby demands a trial by jury on all issues so triable. 

DATED; May 1 5, 2007 PERKINS COIE ixr 

By: 

MicMel J. Wise, Bar 
MWise@perkinscoie.com 

Attorneys for Plaintiff 
Invitrogen Corporation 
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Paper 109 

Filed by Trial Division Motions Panel 
Mail Stop Interference 
P.O. Box 1450 
Alexandria VA 22313-1450 
Tel: 571-272-979-? 
Fax: 571-273-0042 

UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AMD INTERFERENCES 



DEB K . CHATTER JEE 
Junior Party, 
(Application 09/558,421), 
v, 

STANLEY TABOR 
and CHARLES RICHARDSON, 
Senior Party, 
{Patent 5, 614, 365) . 



Patent Interference No. 105,292 



Before Delmendo, Lane, and Nagumo, Administrative Patent 
Judges , 

Nagumo, Administrative Patent Judge. 

1 Judgment — Merits - Bd.R, 127 

2 For the reasons set out in the Decision, Paper 109, 

3 mailed on the same date as this JUDGMENT, it is: 

4 ORDERED that adverse judgment is entered against 

5 Chatter jee; 

6 FURTHER ORDERED that Deb K> Chatterjee is not 

7 entitled to a patent to claims 1-6 and 15-20 of Application 



Fixed: 
March 15, 2007 



MAR 1 b 200/ 



PAT. ATM. OFFICE 
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1 09/558,421, which correspond to Count 1 and which are ali 

2 the claims of the application. 

3 FURTHER ORDERED that a copy of this JUDGMENT 

4 shall be entered into the records of Application 09/558,421 

5 and U.S. Patent 5,614,365. 

6 FURTHER ORDERED that in the event of a settlement, 

7 the attentions of the parties are drawn to 35 U,S.C. 

8 § 135(c) and Bd.R. 205. 
9 



/Romulo H. Delmendo/ 






ROMULO H. DELMENDO 
Administrative Pa tent 


Judge 




/Sally Gardner Lane/ 




) BOARD OF PATENT 


SALLY GARDNER LANE 
Administrative Patent 


Judge 


) APPEALS AND 
} INTERFERENCES 


/Mark Nagumo/ 






MARK NAGUMO 
Administrative Patent 


Judge 
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Interference 105,292 
Chatterjee v. Tabor 

cc (via Overnight mail) : 

Counsel for CHATTERJEE : 

Robert W, Esmond, Esq. 

STERNE, KESSLER, GOLDSTEIN £ FOX 

1100 New York Avenue, N.W. 

Washington, DC 20005-3934 

Tel: 202-371-2600 

Counsel for TABOR: 

George E. Quillin, Esq. 
FOLEY & LARDNER LLP 
3000 K Street, N.W, 
Suite 500 

Washington, DC 20007-5109 
Tel: 202-672-5413 
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President and Fellows of Harvard College 
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Paper 108. 

Filed by Trial Division Motions Panel Filed: 
Mail Stop Interference March 15, 2007 

P.O. Box 1450 
Alexandria VA 22313-1450 
Tel: 571-272-9797 
Fax: 571-273-0042 

UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

DEB K. CHATTERJEE 

(Application 09/558, 421), RAILED 
v , 

STANLEY TABOR > ~ 9fyV; 

and CHARLES RICHARDSON, MAK 1 J -'~ ! - 
Senior Party, 

Patent Interference No. 105,292 
Before Delmendo, Lane, and Nagumo, Administrative Patent 



Nagumo, Administrative Patent Judge . 

1 Decision - Priority - Bd. R. 125(a) 

2 I. Introduction 

3 The subject matter of this interference relates to the 
A discovery of a class of mutant DNA polymerase enzymes. The 

5 critical mutation is the substitution in the DNA polymerase 

6 of a single tyrosine residue for- a specific phenylalanine 

7 residue, which is equivalent to adding an -OH ( "hydroxyl " ) 
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Interference 105,292 Paper 108 

Chatterjee v. Tabor 

1 group to the phenyl group of the phenylalanine residue. 

2 The tyrosine mutation resulted in the ability of the 

3 mutated enzyme to incorporate dideoxynucleotides into the 

4 DMA molecule about as efficiently as deoxynucleot ides . 

5 Once a dideoxynucleotide is incorporated into the DNA, the 

6 polymerization can no longer continue and the chain is 

7 terminated. For fascinating reasons that need not delay 

8 our consideration of the issues before us, the principal. 

9 practical interest of the disputed enzymes is that they 

10 enabled the transformation of DNA sequencing by the "chain 

11 termination method" from an expensive laboratory technique 

12 yielding results that could be difficult to evaluate into 

13 an inexpensive, powerful, and widely used analytical tool. 

14 (See, e.g., Second Declaration of I. Robert Lehman, Ph.D., 

15 TX 1028 at 2, 1 7, through 4, $ 9; "I am confident that the 

16 rapid progress and success of the human genome project seen 

17 in the mid to late f 90s and early 2000' s was to a 

18 significant extent dependent on the DNA polymerase [of this 

19 interference] . 11 Id. at A f % 9, last sentence.) 

20 The parties have filed motions for priority. Tabor 

21 has also filed a motion for judgment, deferred from the 

22 interlocutory phase of this interference (Paper 27 at 2), 

23 that Junior Party Chatterjee 1 s claims are anticipated by 
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Interference 105,292 Paper 108 

Chatterjee v. Tabor 

1 disclosures by Tabor. Both parties have moved to exclude 

2 certain evidence. 

3 Oral argument was heard 5 March 2007 (transcript, 

4 Paper 107). Kevin W- McCabe, Esq., argued for Chatterjee. 

5 Richard J. Warburg, Esq., argued for Tabor. 

6 for the reasons set out post, we hold that junior 

7 party Chatterjee has failed to establish in its principal 

8 brief a prima facie case that it was first to reduce to 

9 practice an embodiment within the scope of the Count, 

10 Accordingly, as Chatterjee did not argue diligence, we DENY 

11 Chatterjee 1 s motion for priority. As there is no way 

12 Chatterjee can prevail in this interference, we DISMISS the 

13 remaining motions of both parties as moot. Judgment is 

14 entered separately in Paper 109, which is mailed on the 

15 same date as this Decision. 

16 II. Findings of Fact 

17 The following findings of fact and those set out in 

18 the Discussion are supported by a preponderance of the 

19 evidence of record. 

20 Junior Party Chatterjee 

21 1. Deb K. Chatterjee (Dr. Chatterjee) is the named 

22 inventor for Chatterjee. 
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Chatterjee v. Tabor 



1 2. Chatterjee is involved on the basis of application 

2 09/553,421 (TX 1006} 1 , which was filed 26 April 2000, 

3 as a Continuation of 

4 08/576,759 (TX 1005) r filed 21 December 1995, now 

5 abandoned, which was filed as a Continuation of 

6 03/537,397 (TX 1004), filed 2 October 1995, now 

7 abandoned, which was filed as a Cont inuation-in-Part of 

8 08/525,057 {TX 1003), filed 8 September 1995, now 



9 abandoned. 

10 3. Chatterjee has been accorded the benefit for priority 

11 of each of the above-listed applications. (Paper 1 at 4 » ) 

12 4. The real-party-xn-interest for Chatterjee is 

13 identified as Invitrogen Corp. (Paper 7 at 2,) 

14 5. Invitrogen Corp. is said to be the "surviving entity" 

15 of a merger between Invitrogen Corp. and Life Technologies, 

16 Inc* ("LTI"), the company for which Dr. Chatterjee and 

17 numerous fact witnesses worked at the relevant times. 

18 (SX 2043 at 1 n.l. ) 



19 Senior Party Tabor 

20 6, Stanley Tabor and Charles Richardson are the named 

21 inventors for Tabor. 



1 Chatterjee exhibits are referred to as "CX 2xx;<" , while Tabor exhibits 
are referred to as "TX lxxx 1 ' . 
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1 7. Tabor is involved on the basis of U.S. Patent 

2 5,614,365 (TX 1039), issued 25 March 1997, which is based 

3 on 

4 08/337, 615, filed 10 November 1994, as a Continuat ion- 

5 in-Part of 

6 08/324,437 (TX 1027), filed 17 October 1994, now 

7 abandoned. 

8 8. Tabor has been accorded the benefit for priority of 

9 each of the above-listed applications- (Paper 1 at 4.) 

10 9, The real-party-in-interest for Tabor is identified as 

11 the President and Fellows of Harvard College. The United 

12 States Department of Energy is identified as having a 

13 nonexclusive license. (Paper 11 at 1.) 

14 The Count 

15 10. The sole count in this interference is : 

16 Claim 1 of Chatterjee (09/558,421) 

17 or 

18 Claim 1 of Tabor {5,614, 365) . 

19 (Paper 1 at 5. ) 

20 11. Claim 1 of Chatterjee reads (line breaks and 

21 indentation added) : 

22 A DNA molecule comprising 

EXHIBIT B 
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1 a coding sequence for a mutant protein, 

2 wherein said mutant protein is a mutant DNA 

3 polymerase selected from the group consisting of: 

4 £. coli DNA polymerase I, 

5 Klenow fragment of E. coli DNA polymerase I, 

6 Streptococcus pneumoniae polymerase, 

7 Thermus aquaticus polymerase, 

8 Thermus flavus polymerase, 

9 Thermus thermophilvs polymerase, 

10 Deinococcus radiodurans polymerase, 

11 Bacillus caldotenax polymerase, 

12 E. coli bacteriophage T5 polymerase, 

13 mycobacteriophage L5 polymerase, 

14 Thermatoga maritima polymerase, and 

15 E, coli bacteriophage SP01 polymerase, 

16 wherein said mutant DNA polymerase comprises 

17 a substitution of Tyr for Phe at a position 

18 in said polymerase corresponding to Phe570 

19 of wild-type T5 polymerase. 

20 (Paper 5 at 3. ) 

21 12, A merits panel of the Board held that a DNA covered by 

22 Chatterjee claim 1 must encode a protein that polymerizes 

23 DNA* (Paper 57 at 15. ) 

24 13. Claim 1 of Tabor 5,614,365 reads: 

25 Modified gene encoding a modified Pol I-type DNA 

26 polymerase 

27 wherein said modified gene is modified to encode 

28 a tyrosine residue at an amino acid position 

29 corresponding to T7 DNA polymerase residue 526 or 

30 at an amino acid position corresponding to 

31 E. coli DNA polymerase residue 762 in its dNMP 

32 binding site 

33 to increase ability of said modified DNA 

34 polymerase to incorporate a dideoxynucleot ide 

35 relative to a corresponding deoxynucleot ide 

36 compared to the ability of a corresponding 
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1 naturally-occurring unmodified DNA polymerase by 

2 at least 20-fold, 

3 (Paper 12 at 1 . ) 

4 14. The claims of the parties are: 

5 Chatterjee: 1-6 and 15-20 

6 Tabor: 1-108 

7 15. The claims of the parties that correspond to the Count 

8 and that are involved in this interference are: 

9 Chatterjee: 1-6 and 15-20 

10 Tabor: 1-3, 5-11, 32, 40, 55, 56, 63, 69, 

11 and 70. 

12 16. The claims of the parties that do NOT correspond to 

13 the Count and that are NOT involved in this interference 

14 are: 

15 Chatterjee: none 

16 Tabor: 4, 12-31, 33-39, 41-54, 57-62, 

17 64-63, and 71-108 . 

18 Chatterjee Motions 

19 17. Chatterjee Motion 1 (Paper 65) seeks judgment for 

20 priority. Tabor opposed (Paper 80) and Chatterjee replied 

21 (Paper 87) . 



22 IS. Chatterjee Motion 2 (Paper 89} seeks to exclude 

23 certain exhibits. Tabor opposed {Paper 97) and Chatterjee 

24 replied (Paper 98) . 
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Paper 108 



1 



Tabor Motions 



2 19. Tabor Motion 2 (Paper 75) seeks judgment that all of 

3 Chatter jee r s involved claims are anticipated under 35 U.S.C. 

4 §§ 102(a) or (e) . Chatterjee opposed (Paper 77) and Tabor ' 

5 replied (Paper 81) . 

6 20- Tabor Motion 3 (Paper 76) seeks judgment for priority, 

7 including judgment that Chatterjee derived the invention 

8 from Tabor. Chatterjee opposed (Paper 78) and Tabor 

9 replied (Paper 82) . 

10 21. Tabor Motion 4 (Paper 92) seeks to exclude certain 

11 exhibits. Chatterjee opposed (Paper 96) and Tabor replied 

12 (Paper 99) . 

13 Priority Statements 

14 22, Chatterjee asserts in its priority statement an 

15 earliest corroborated actual reduction to practice date of 

16 10 September 1991. (Paper 37 at 2,) 

17 23. Chatterjee asserts in its priority statement an 

18 earliest corroborated conception date of 14 June 1991. 

19 (Paper 37 at 2.) 

20 24. Tabor asserts in its priority statement an earliest 

21 corroborated actual reduction to practice date of 11 August 

22 1994 . (Paper 28 at 1. ) 
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Chatterjee v. Tabor 

1 25. Tabor asserts in its priority statement an earliest 

2 corroborated conception date of 2 October 1993. (Paper 28 

3 at 1.) 

4 Chatterjee Motion 1 (Priority) 

5 26. Chatterjee moves for judgment that it was the first to 

6 conceive and the first to reduce to practice based on two 

7 different embodiments within the scope of the Count. 

8 (Paper 65 at 10 and 14. ] 

9 27. Chatterjee argues that it actually reduced to practice 

10 embodiments of the invention no later than 12 September 

11 1991, and no later than 29 July 1994, (Paper 65 at 13-14.) 

12 28. Chatterjee argues further that it did not abandon, 

13 suppress, or conceal its invention. (Paper 65 at 19.) 

14 29. Chatterjee makes no attempt in its principal brief to 

15 prove diligence- from conception through an actual or 

16 constructive reduction to practice. 

17 First embodiment: T5 F570Y mutant 

18 30. Chatterjee argues that an actual reduction to practice 

19 of a T5 DNA polymerase F570Y mutant, in which, inter alia, 

20 the phenylalanine ("F") at amino acid residue position 570, 
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1 was replaced by tyrosine ("Y"), was done on 12 September 

2 1991, by Dr. John Hughes ("Hughes") and Dr. Chatterjee. 

3 31. According to Chatterjee, on that date, Hughes and 

4 Dr. Chatterjee showed that the prepared molecule had 

5 polymerase activity. (Paper 65 at 13.) 

6 32. Chatterjee cites Facts 99 and 100 in support of its 



7 actual reduction to practice. (Paper 65 at 13.) 

8 33. Fact 99 reads: 

9 99- On or about September 12, 1991, John Hughes 

10 performed experiments to purify and analyze and 

11 analyze [sic*] E. coli DNAP (JH19). This activity 

12 was recorded on page[s] 89-92 of notebook 3048. 

13 Exhibit CX2007, pages 89-92. 

14 (Paper 65 at 51.) 

15 34. Fact 100 reads: 

16 100. On or about September 12, 1991, Deb 

17 Chatterjee preformed [sic] a series of 

16 experiments to test the enzymatic activity of the 

19 mutated pSport T5 polymerase, indicating a 4 fold 

20 higher specific activity in induced clone 4 over 

21 the uninduced clone, and 2-3 fold higher specific 

22 activity of induced clone 7 over the uninduced 

23 clone. I also performed a restriction 

24 endonuclease assay of pSport T5 and identified 

25 that the clones were mutated and in the correct 

26 orientation. These experiments are recorded on 

27 page 45 of notebook 3128. Exhibit CX 2009, 

28 page 45. 

29 (Paper 65 at 51 J 
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1 35. Exhibit CX 2007 is presented as LTI notebook #3048, 

2 issued to John Hughes on 11 February 1991, (CX 2007 

3 at pdf3 2 .) 

4 36. Exhibit CX 2009 is presented as LTI notebook #3128, 

5 issued to Deb Chatterjee on 16 May 1991, entitled tr T5 DNA 

6 Polymerase." (CX 2009 at pdf3.) 

7 37. Chatterjee, in its principal brief, does not direct 

8 our attention to any inventor testimony, nor to any 

9 corroborating testimony by non-inventors, in support of the 

10 alleged actual reduction to practice on 12 September 1991. 

11 38. Reviewing the notebook pages and declarations cited by 

12 Chatterjee in Statements of Material Fact 99 and 10Q, we 

13 find, albeit without the benefit of any guiding testimony, 

14 that: 

15 a. In notebook #3048, at pages 89-92, Hughes 

16 recorded Experiment JH-19, the purpose of which was, 

17 in his words, to " [t]est Deb Chatterjees 4 amino acid 

18 point mutation of T5 DNA polymerase for activity." 3 

19 (CX 2007 at 89. ) 

2 Citations to Party Chatterjee notebook pages are to the number 
printed on the page. Covers, title pages, etc., are not numbered, and 
are cited by the page number in the pcf file provided by Chatterjee on 
the CD-ROM disk. 

3 All of Hughes* entries are in capital letters, not reproduced here for 
ease of reading. 
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1 b. At page 90 of notebook #3048, Hughes wrote under 

2 a table of assays of cell lysates, "Sample #4 shows a 

3 2-fold enhancement in activity over the uninduced 

4 control. This may not be significant however." 

5 (CX 2007 at 90. ) 

6 c. There does not appear to be a comparable 

7 statement regarding the activity of Sample #7 on 

8 notebook #3048 pages 89-92. 

9 d. Dr. Chatterjee appears to have recorded the 

10 results of Hughes' experiments in notebook #3123 at 

11 page 45: 

12 Gave all 4 Samples to J. Hughes 

13 + * * 

14 The results indicate that Sp. activity of #4 

15 induced clone was 4 fold greater than that 

16 of uninduced. 

17 Sp. activity of #7 induced was @ 2-3 fold 

18 higher." 

19 (CX 2009 at 45. ) 

20 e. Chatterjee has not directed our attention to any 

21 testimony explaining the relation of Chatterjee 1 s 

22 characterizations of the specific activity of 

23 samples #4 and #7 to the data recorded in Hughes' 

24 notebook #3048, 
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1 f , In particular, we have not been directed to any 

2 explanation of the 4-fold greater specific activity of 

3 sample #4. 

A q. We also find in notebook #3128 at page 45 a 

5 report of a test with "AccI" , and the comments, "AccI 

6 confirms that the clones are correct," and "I need to 

7 wait for a thermostable DNA polymerase for the same or 

8 similar mutation," Clef.) 

9 h. Dr. Chatterjee testifies that he "performed a 

10 restriction endonuclease assay of pSport T5 and 

11 identified that the clones were mutated and in the 

12 correct orientation. These experiments are recorded 

13 on page 45 of notebook 3128," {CX 2043 

14 at pdf 15\ 1 47. ) 

15 i* We do not find a further explanation of the 

16 experiments reported at notebook #3128 at 45 (CX 2009) 

17 in Chatterjee's declaration {CX 2043). 

18 j . In particular, Chatterjee has not directed our 

19 attention to testimony explaining the "AccI" test or 

20 the significance of Dr. Chatterjee 's statement that he 



4 The pages are not numbered in the hard copy. 
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1 



needed 1T to wait for a thermostable DNA polymerase for 



2 



the same or similar mutation. 



ii 



3 



Second embodiment (Tag F667Y) 



4 39. Chatterjee argues that it has demonstrated a second 

5 actual reduction to practice no later than 29 July 1994, 

6 when Dr. Chatterjee received an oligonucleotide, 

7 synthesized for him by the L?I synthesis facility, having 

8 the stated purpose of making an F667Y mutation in Taq DNA 

9 polymerase. (Paper 65 at 14.) 

10 40. According to Chatterjee, after Dr. Chatterjee received 

11 the oligonucleotide, he performed an oligonucleotide- 

12 directed mutagenesis on the Taq polymerase gene and 

13 obtained a clone incorporating the mutant sequence. 

14 (Paper 65 at 14 . } 

15 41. Chatterjee argues that the identity of the clone was 

16 confirmed by demonstration of an additional Asel 

17 restriction site derived from the oligonucleotide, 

18 (Paper 65 at 14 . ) 

19 42* Chatterjee argues further that thermostable polymerase 

20 activity was demonstrated by incorporating an 

21 "WgoAIV - Xbal restriction fragment 1 ' into an "inducible 

22 expression vector," which was transformed into bacteria. 
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1 Expression was induced, and an assay of the resulting 

2 culture showed thermostable polymerase activity. (Paper 65 

3 at 15. } 

4 43. Chatterjee cites Facts 837 and 838 in support of this 

5 asserted actual reduction to practice. (Paper 65 at 14.) 

6 44. Fact 837 cites CX 2062 (a from requesting synthesis), 
1 CX 2043 at 11 90 and 91 (Chatterjee declaration), and 

8 CX 2021 at 166 (Chatterjee laboratory notebook #3573) . 

9 (Paper 65 at 260-61, 1 837,} 

10 45, Exhibit CX 2062 is a copy of a sheet headed "REQUEST 

11 FOR SYNTHESIS OF OLIGONUCLEOTIDES, 11 dated "7/26/94," from 

12 n Deb K, Chatterjee, ,r apparently requesting two 

13 oligonucleotides, the sequences of which are specified. 

14 46. Oligonucleotide #2 is labeled "#2680, {33-mer}" and 

15 briefly described as "F667Y mutation of Taq." (CX 2062.) 

16 47. Dr. Chatterjee, in $ 90 of his declaration (CX 2043 at 

17 pdf24-25) describes the order he placed on 26 July 1994, 

18 for oligonucleotides, fccusinq on Sequence 2680. 

19 43. In particular Dr. Chatterjee points out the 

20 subsequence I GTA | ATT 1 AAT | , describing the triplet GTA as 

21 the complement of the tyrosine codon TAC , and describing 



COMPLAINT 



-15- 



EXHIBIT B 
Page 25 



Interference 105, 292 
Chatterjee v. Tabor 



Paper 108 



1 



the 



sequence ATTAAT as the 



"Asel restriction site. 



2 



(CX 



2043 at 25, I 90-) 



3 



49, 



Dr. Chatterjee concludes: 



4 
5 
6 
7 
8 
9 
10 



Ms. Licha[a] completed the synthesis of the 
oligonucleotide and provided it to me on or about 
July 29, 1994, as shown on the bottom signature 
line of this order form (Exhibit CX 2062) , and I 
recorded this information in notebook 3573, 
page 166, A copy thereof is attached as exhibit 
CX 2021, page 166. 



11 (CX 2043 at 25, 1 90. ) 

12 50. Exhibit CX 2021, cited by Dr. Chatterjee, appears to 

13 be a copy of part of LTI Notebook #3573. 

14 51. LTI Notebook #3573 appears to have been issued to Mary 

15 Longo on 27 January 1993, (CX 2021 at pdf3.) 

16 52. Exhibit CX 2021 contains 24 pages; the first data page 

17 is a copy of page 153; the last page is a copy of page 175. 

18 53. Chatterjee Notebook #3573 at 166 is signed by 

19 ("Recorded by") Chatterjee and dated "8/12/94"; it also 

20 bears an illegible countersignature ("Witnessed & 

21 Understood by me," that is dated "9/17/94". (CX 2021 

22 at 166 [pdf 15] . ) 

23 54. LTI Notebook #3573 at 166 refers to "Oligos ordered 

24 Q582A & F667Y on 7/26/94-" (CX 2021 at 166, 1. 1.) 
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1 55. LTI Notebook #3573 at 166: refers to Sequence 2680 as 

2 a 33-mer, further labeled n F667Y"; gives the DNA base 

3 sequence for the oligomer; and reports that it was 

4 "dissolved in 990 pi TE: 1000 ng/pl (1 iig/pl) Tf . (CX 2021 

5 at 166, 11. 4-6. ) 

6 56. LTI Notebook #3573 at 166 appears to contain no other 

7 indications of experiments conducted with Sequence 2680. 

8 57. In particular, on page 166 there appears to be no 

9 record of any experiment on 29 July 1994 showing that a 

10 protein within the scope of the Count (i,e w containing 

11 Sequence 2680, the critical tyrosine-f or-phenylalanine 

12 mutation, or the "NgoAIV - Xhal restriction fragment") 



13 having DNA polymerase activity was obtained. 

14 58, Moreover, on page 166, there appear to be no 

15 indications that a restriction map was obtained on 

16 29 July 1994. 

17 59. Fact 838 is in almost the same words as 

18 Dr, Chatterjee' s testimony: 

19 Therefore, on or about July 26, 1994, to July 29, 

20 1994, I had a definite and permanent idea of a 

21 mutant Taq DNA polymerase with polymerase 

22 activity and non-discrimination properties 

23 comprising a phenylalanine to tyrosine 

24 substitution at position 667, including its full- 

25 length sequence. 
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1 (CX 2043 at 25, I 91.) 

2 60. Chatter jee, in its principal brief, does not direct; 

3 our attention to any testimony explaining how the events 

4 alleged to have occurred on 29 July 1994, show that 

5 Dr. Chatterjee had obtained a DNA molecule that encoded a 

6 mutant protein having the required tyrosine-f or- 

7 phenylalanine substitution and DNA polymerase activity. 

8 61. Chatterjee asserts that the declaration of Adam 

9 Goldstein and of Harini Shandilya, together with 

10 Dr, Chatterjee 's notebooks, "as interpreted with 

11 particularity" in their declarations, corroborate the 

12 actual reduction to practice of the Taq F667Y mutant enzyme 

13 on 29 July 1994. (Paper 65 at 15-16.) 

14 62. In its principal brief, Chatterjee does not direct our 

15 attention to particular statements in the declarations, 

16 laboratory notebooks, or ocher documents that may have been 

17 prepared by Goldstein or Shandilya, in support of its 

18 Taq F667Y actual reduction to practice argument. (Paper 65 

19 at 14-16.) 

20 63. Facts 837 and 838, mentioned above as the only 

21 statement of facts mentioned by Chatterjee in this portion 
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1 of its argument, are silent as to corroborating statements 

2 by Goldstein or Shandilya, 



4 64. Chatterjee argues that it did not abandon, suppress, 

5 or conceal its invention from either 12 September 1991, or 

6 29 July 1994 {its two alleged actual reductions to 

7 practice) and 8 September 1995 (its filing date and 

8 constructive reduction to practice). (Paper 65 at 18-22*) 

9 65. Chatterjee asserts that there was " a coordinated 

10 effort by Dr. Chatterjee and other scientists under his 

11 direction to develop isolated polynucleotides encoding 

12 mutant DNA polymerases comprising the FY mutation recited 

13 in the Chatterjee claims (Paper 65 at 20, citing 

14 Facts 99-1198.) 

15 66. In Chatterjee* s words, ,T [t]he coordinated effort 

16 comprised; (a) isolation of DNA polymerase genes from a 

17 variety of thermostable and nonthermostable organisms; 

18 (b) introduction of mutations into certain of those 

19 isolated polymerase genes; and (c) production and 

20 characterization of the enzymatic activities of the mutant 

21 DNA polymerases encoded by those genes." (Paper 65 

22 at 20-21, citing Facts 99-1198.) 



3 



Abandon , Suppress or C onceal 
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1 67. Chatter jee urges that these activities were "directed 

2 toward perfecting the invention that ultimately was the 

3 subject of Party Chatter jee' s involved patent application." 

4 (Paper 65 at 21.) 

5 68. Chatterjee does not, in its principal brief, make any 

6 significant attempt to relate any of the activities said to 

7 comprise its "coordinated effort" to the limitations of its 

8 involved claims or to disclosures in its involved 

9 specification. 

10 Discussion 

11 The statute governing interferences reads, in relevant 



23 35 U.S.C. § 102(g)(1). In the present case, Chatterjee has 

29 not tried to show that it was diligent. Accordingly, we 

30 need consider only whether Chatterjee has carried its 



12 part: 



13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 



A person shall be entitled to a patent unless— 
* * * during the course of an interference 
conducted under section 135 . , . another 
inventor involved therein establishes, to the 
extent permitted in section 104, that before such 
person's invention thereof , the invention was 
"made by such other inventor and not abandoned, 
suppressed, or concealed. . . , In determining 
priority of invention under this subsection, 
there shall be considered not only the respective 
dates of conception and reduction to practice of 
the invention, but also the reasonable diligence 
of one who was first to conceive and last to 
reduce to practice, from a time prior to 
conception by the other. 
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1 burden of establishing a date of actual reduction to 

2 practice prior to Tabor's accorded benefit date. "Proof of 

3 actual reduction to practice requires satisfaction of a two 

4 pronged test: CD the party must have constructed an 

5 embodiment that met every element of the interference count/ 

6 and (2) the embodiment must have operated for its intended 

7 purpose." £aton v. Evans, 204 F.3d 1094, 1097, 53 USPQ2d 

8 1696, 1698 (Fed, Cir. 2000) . 

9 Evidence submitted in a contested case in support of 



10 motions must conform to the Federal Rules of Evidence. 

11 Bd.R. 152. The requirements for testimony as to 

12 specialized matters are also specified by regulation; 



13 (a) Expert testimony that does not disclose the 

14 underlying facts or data on which the opinion is 

15 based is entitled to little or no weight. 

16 Testimony on United States patent law will not be 

17 admitted. 

18 (b) If a party relies on a technical test or data 

19 from such a test, the party must provide an 

20 affidavit explaining: 

21 {1) Why the test or data is being used, 

22 (2) How the test was performed and the data 

23 was generated; 

24 (3) How the data is used to determine a 

25 value, 

26 (4) How the test is regarded in the relevant 

27 art , and 
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1 

2 



(5) Any other information necessary for the 
Board to evaluate the test and data. 



3 Bd.R. 158. Moreover, testimony or other evidence offered 

4 solely by an inventor is entitled to no weight unless it is 

5 corroborated. Brown v. Barbacid, 276 F.3d 1327, 1335, 61 

6 USPQ2d 1236, 1240 (Fed. Cir. 2002) ("an inventor's 

7 testimonial assertions of inventive facts require 

8 corroboration by independent evidence.' 1 ) 

9 As a preliminary matter, we note that both of 

10 Chatterjee's alleged dates of actual reduction to practice, 

11 9 September 1991, and 29 July 1994, are prior to 11 August 

12 1994, the date Tabor alleged in its priority statement as 

13 its earliest corroborated actual reduction to practice. 

14 (Paper 28 at 1.) Thus, if Chatterjee's motion were to be 

15 granted, Tabor would not be entitled to a patent to its 

16 involved claims. On the other hand, if Chatter jee does not 

17 carry its burden, Tabor, as the senior party, is presumed 

18 to be the prior inventor. Bd.R. 207(a)(1). 

19 Chatter jee argues that John Hughes and Dr. Chatter jee 

20 obtained an actual reduction to practice of the T5 F570Y 

21 mutant on 12 September 1991 by showing that the prepared 

22 molecule had polymerase activity. (Paper 65 at 13.) 

23 Chatterjee cites only Facts 99 and 100 in support of its 
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1 actual reduction to practice. (Paper 65 at 13.) Facts 99 

2 and 100 read in their entirety as follows: 



3 99. On or about September 12, 1991, John Hughes 

4 performed experiments to purify and analyze and 

5 analyze [sic] E. coli DNAP (JH19) . This activity 

6 was recorded on page[s) 89-92 of notebook 3048. 

7 Exhibit CX2007, pages 89-92. 

8 100- On or about September 12, 1991, Deb 

9 Chatterjee preformed [sic] a series of 

10 experiments to test the enzymatic activity of the 

11 mutated pSport T5 polymerase, indicating a 4 fold 

12 higher specific activity in induced clone 4 over 

13 the uninduced clone, and 2-3 fold higher specific 

14 activity of induced clone 7 over the uninduced 

15 clone. 1 also performed a restriction 

16 endonuclease assay of pSport T5 and identified 

17 that the clones were mutated and in the correct 

18 orientation. These experiments are recorded on 

19 page 45 of notebook 3128. Exhibit CX 2009, 

20 page 45. 

21 (Paper 65 at 51.) Notebook #3048 appears to have been 



22 issued to Hughes. (CX 2007 at pdf3.) Notebook #3128 

23 appears to have been issued to Dr. Chatterjee. (CX 2009 

24 at pdf 3. ) 



25 Chatterjee, in its principal brief, does not direct 

26 our attention to any credible testimony that explains, on 

27 the basis of the notebook disclosures, how the experiments 

28 were conducted, how any values reported were determined 

29 from the raw data, and why those skilled in the art would 

30 consider those experiments to be a reasonable proof that 

31 the polymerases worked for their intended purpose. We have 
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1 reviewed notebook #3048, pages 89-92 (CX 2007, 89-92 and 

2 three extra pages apparently inserted between pages 90 

3 and 91 in the original notebook) and notebook #3128, 

4 page AS {CX 2009 at 45), but find they do not "speak for 

5 themselves," at least to us. They are too terse to enable 

6 us, non experts in this art,, to make findings of fact as to 

7 their meaning or importance in support of the alleged 

8 actual reduction to practice on 12 September 1991. 3 Absent 

9 testimony explaining experiments in accord with Bd.R. 158, 

10 and, if the opposing party sees fit to file it, cross- 

11 examination testimony of the declarant, we are seldom in a 

12 position to evaluate the evidence on which a party relies 

13 to support its case. Under such circumstances, we are 

14 constrained to accord such evidence no weight. Thus, 

15 Chatterjee 's failure to timely present and explain 6 the 

16 evidence on which it relies is sufficient reason to deny 



We are able to determine, however, that at least the first sentence 
of Fact 100 is not true: Dr. Chatterjee did not conduct experiments to 
test the activity of "the mutated pSport TS polymerase." CX 2009, 
page 4 5, indicates that the samples were given to "J. Hughes" for 
analysis. Chatterjee 's inaccurate handling of its own record decreases 
still further our confidence in the force of its arguments. 

6 At oral argument, Chatterjee pointed to a declaration signed by 
Professor Myron F . Goodman (CX 20751 as supporting its prima facie case. 
{Paper 107 at 20 r 1. lBff.) As the panel noted then (id. at 21, 1. 16, 
through 22, 1. 7), Chatterjee' s principal brief on priority was filed 
[on 11] July 2006, whereas Dr. Goodman did not sign his declaration 
until 12 October 2006, Dr. Goodman's testimony comes too late to 
support Chatterjee 1 s case-in-chief, and we shall not consider it. 
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1 Chatterjee Motion 1 as to proof of an actual reduction to 

2 practice on 12 September 1991. 7 

3 A party's brief must not only refer specifically to 

4 evidence in support of its position — it must (when, as here, 

5 it is necessary) explain the evidence and explain why that 

6 evidence supports the relief it has requested. In other 

7 words, a party must argue its case. The Board will not act 

8 as an advocate for a party that has failed to argue its 

9 case. 

10 In our experience, laboratory notebooks recording 

11 specialized experiments rarely "speak for themselves" to 

12 non-specialist readers. These notebooks are no exception. 

13 Outside of some of Hughes' entries, there are few, if any, 

14 indications to the non-expert reader precisely what were 

15 the goals of the experiments. Similarly, there are few, if 

16 any, indications of whether those goals were achieved. Not 

17 surprisingly, because this is not normally the purpose of a 
IB laboratory notebook, there appear to be no explanations of 

19 how the experiments worked, or how the results were 

20 obtained and interpreted. Chatterjee T s burden to explain, 

21 with the assistance of a knowledgeable witness, its 

1 Moreover, Chatterjee, in its principal brief, does not direct our 
attention to any credible testimony or evidence corroborating 
Dr. Chatterjee's notebook, i.e., his alleged recognition, on 
12 September 1991, of the actual reduction to practice. 
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1 evidence, is dictated by common principles of fairness, 

2 Chatterjee' s mode of argument, if permitted, would unfairly 

3 burden the other party by forcing them to hypothecate the 

4 strongest argument Chatterjee could make from Chatterjee' s 

5 own record, and to then set about evaluating and developing 

6 evidence to support an argument opposing the hypothetical 
1 substantive motion. Similarly, while the Board is fairly 
B charged with understanding and evaluating a well-posed and 
9 well-supported argument, it is under no obligation to 

10 shoulder the burden of divining what arguments a movant 

11 intended to make based on the evidence presented, 

12 Administrative Patent Judges are adjudicators, not 

13 advocates. 

14 Because Chatterjee does not argue diligence, we need 

15 not and do not consider Chatterjee' s case for conception on 

16 14 June 1991. 

17 In summary, we determine that Chatterjee has failed to 

18 prove an actual reduction to practice of an embodiment 

19 within the scope of the Count on 12 September 1991. 

20 Chatterjee argues that it has demonstrated a second 

21 actual reduction to practice no later than 29 July 1994, 

22 when Dr. Chatterjee received an oligonucleotide synthesized 
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1 for him having the stated purpose of making an F667Y 

2 mutation in Taq DMA polymerase. (Paper 65 at 14.) 

3 According to Chatterjee, after Dr. Chatterjee received the 

4 oligonucleotide, he performed an oligonucleotide directed 

5 mutagenesis on the Taq polymerase gene and obtained a clone 

6 incorporating the mutant sequence. (Paper 65 at 14.) 

7 Chatterjee argues that the identity of the clone was 

8 confirmed by demonstration of an additional Asel 

9 restriction site derived from the oligonucleotide. 

10 (Paper 65 at 14.) Chatterjee argues further that 

11 thermostable polymerase activity was demonstrated by 

12 incorporating an "A/goAIV - Xjbal restriction fragment into 

13 an "inducible expression vector," which was transformed 

14 into bacteria. According to Chatterjee, expression was 

15 induced, and an assay of the resulting culture showed 

16 thermostable polymerase activity. (Paper 65 at 15.) 

17 The only evidence that Chatterjee cites in its 

18 principal brief in support of an actual reduction to 

19 practice on 29 July 1994 are Facts 837 and 838. (Paper 65 

20 at 14.) Facts 837 and 838 cite a request for synthesis of 

21 two oligonucleotides (CX 2062), Dr. Chatterjee declaration 

22 (CX 2043, ?J 90 and 91), and LTI notebook #3573 (CX 2021 

23 at 166). (Paper 65 at 260-61, M 837-38 . ) Cur review of 
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1 exhibit CX 2062 persuades us that it is fairly 

2 characterized as a request for synthesis of an 

3 oligonucleotide. However, our review of Dr. Chatterjee' s 

4 declaration (CX 2043) and notebook (CX 2021 at 166) does 

5 not permit us to conclude that he performed, on 29 July 

6 1994, any of the experiments Chatterjee asserts showed the 

7 invention worked for its intended purpose. We find no 

8 indication of a demonstration on that date of an Asel 

9 restriction site in the purported DNA polymerase molecule 

10 or that the purported DNA polymerase molecule exhibited 

11 thermostable polymerase activity. Indeed, as near as we 

12 can tell from notebook page 166, and as Chatterjee 

13 confirmed at oral argument 6 , all Dr. Chatterjee had on 

14 29 July 1994 was the oligonucleotide he had ordered. 

15 Dr. Chatterjee did not have the complete DNA molecule 

16 encoding a DNA polymerase as recited in the Count, not to 

17 mention the protein coded for by that DNA, that could be 

18 tested for any of its properties. At oral argument, 

19 Chatterjee urged that proof of an actual reduction to 

20 practice merely requires proof of "possession" of the 

21 invention (Paper 107 at 14, 11. 14-19), apparently as that 

8 Paper 107 at 11, 1. 22, through 12, 1. 3: 

Q" What's the date of the actual reduction zo practice? 

Mr. McCabe: July 29 when the oligo was made. 
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1 term is used in discussions of written description. This 

2 argument is utterly without merit. Chatter jee appears to 

3 have conflated the requirement for conception with the 

4 requirement for actual reduction to practice* The term 

5 "actual" in "actual reduction to practice" means exactly 

6 what it says. Thus, we reject Chatterjee's proof of an 

7 actual reduction to practice on 29 July 1994. 

8 Because Chatterjee has failed to establish a prima 

9 facie case for an actual reduction to practice, we need not 

10 consider Chatterjee's position that Goldstein and Shandilya 

11 provided adequate corroboration. Similarly, we need not 

12 consider Chatterjee's arguments that it did not abandon, 

13 suppress, or conceal its invention, 

14 Chatterjee's motion that it proved an actual reduction 

15 to practice of an embodiment within the scope of the Count 

16 on 29 July 1994, fails for lack of any credible supporting 

17 evidence. 

IS Chatterjee has failed to show, by a preponderance of 

19 the evidence, that it actually reduced to practice an 

20 embodiment of the Count prior to Tabor's accorded benefit 

21 date. Chatterjee has not alleged, in its principal brief, 

22 diligence from a date prior to Tabor's earliest conception 
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1 through a reduction to practice, whether actual or 

2 constructive. Thus, there is no basis on which Chatterjee 

3 can overcome Tabor's status as the senior party in this 

4 interference. 

5 Accordingly, Tabor r s motions are moot. Because we 

6 need not and do not reach Tabor's motions, Chatterjee' s 

7 motion 2, to exclude certain evidence, is also moot. 

8 Judgment adverse to Chatterjee is entered in Paper 109, 

9 mailed on the same date as this Decision. 

10 IV. Order 

11 For the reasons given supra, it is 

12 ORDERED that Chatterjee Motion 2 for priority is 

13 DENIED. 

14 FURTHER ORDERED that Chatterjee Motion 3 is 

15 DISMISSED. 

16 FURTHER ORDERED that Tabor Motion 2 is DISMISSED. 

17 FURTHER ORDERED that Tabor Motion 3 is DISMISSED. 

18 FURTHER ORDERED that Tabor Motion A is DISMISSED . 

19 FURTHER ORDERED that a copy of the DECISION shall 

20 be entered into the records of Application 09/558,421 and 

21 U.S. Patent 5,614,365, 

EXHIBIT B 
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1 FURTHER ORDERED that in the event of a settlement, 

2 the attentions of the parties are drawn to 35 U.S.C. 

3 § 135(c) and Bd.R. 205. 

4 



/Romulo H. Delmendo/ 

ROMULO H- DELMENDO 
Administrative Patent Judge 



/Sally Gardner Lane/ 



SALLY GARDNER LANE 
Administrative Patent Judge 



BOARD OF PATENT 
APPEALS AND 
INTERFERENCES 



/Mark Naqumo/ 

MARK NAGUMO 

Administrative Patent Judge 
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cc {via Overnight mail) : 

Counsel for CHATTERJEE: 

Robert W. Esmond, Esq. 

STERNE, KESSLER, GOLDSTEIN & FOX 

1100 New York Avenue, N.W. 

Washington, DC 20005-3934 

Tel: 202-371-2600 

Counsel for TABOR: 

George E- Quillin, Esq. 
FOLEY & LARDNER LLP 
3000 K Street, N.W. 
Suite 500 

Washington, DC 20007-5109 
Tel: 202-672-5413 
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UNITED STATES DISTRICT COURT 
DISTRICT OF MASSACHUSETTS 



0 



INVITROGEN CORPORATION, a Delaware 
Corporation, 

Plaintiff; 



PRESIDENT AND FELLOWS OF 
HARVARD COLLEGE, a Massachusetts 
Corporation, 

Defendant. 



Civil Action No. 
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MAY 3 0 2007 

U.S. PATENT AND TPaDEMsmRK OFFICE 

BOARD Of PA T f-' r " ♦■i^EALS 
__AMD^Tj=RF3r:E^CES 



Plaintiff 'Invitrogen Corporation ("Invitrogen") for its complaint against the defendant 
President and Fellows of Harvard College ("Harvard"), states as follows: 

THE NATURE OF THE ACTION 
L This is a civil action to remedy the decisions and judgment of the Board of Patent 
Appeals and Interferences ("Board") of the United States Patent and Trademark Office 
("USPTO") adverse to party Chatterjee in Interference No, 105,292, titled "Deb K, Chatterjee, 
Junior Party (Application 09/558.421) v. Stanley Tabor and Charles Richardson. Senior Party 
(Patent 5,614,365)" as provided for by 35 U.S.C. § 146, 

THE PARTIES 

2. Invitrogen is a corporation organized and existing under the laws of the state of 
Delaware, having its principal place ofbusiness at 1600 Faraday Avenue, Carlsbad. California 
92008. 

3. Upon information and belief. Harvard is a corporation organized and existing 
under the laws of the State of Massachusetts, having its principal place ofbusiness at 1033 
Massachusetts Avenue. 3rd Floor, Cambridge, Massachusetts 02138, 

JURISDICTION AND VENUE 

4. Jurisdiction is based on 28 U.S.C. §§ 1331 and 1338 and 35 U.S.C. § 146. 
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5. Venue is proper in this judicial district under 28 U.S.C. § 1391 . 

CLAIM FOR RELIEF 
(Civil Action under 35 U.S.C. § 146) 

6. Invitrogcn realleges and incorporates by reference paragraphs I -5 of this 
Complaint, 

7. On April 6, 2005, the USPTO declared an interference, designated as Interference 
No. 105,292 ("the '292 interference"), under 35 U.S.C. § 135(a) between United States Patent 
Application Serial No. 09/558,42 1 ("the Chatterjee '421 application") and United States Patent 
No. 5,614,365 ("the Tabor '365 patent"), 

8. The Chatterjee '421 application and the Tabor '365 patent generally relate to 
molecular cloning and expression of mutant DNA polymerases. 

9. In declaring the '292 interference the USPTO determined that certain claims of 
the Chatterjee '421 application and the Tabor '365 patent interfere because they claim common 
subject matter. The '292 interference is based on a single "count" that defines the interfering 
subject matter in the alternative: claim I of the Chatterjee '421 application or claim I of the 
Tabor '365 patent. Only the first inventor of subject matter corresponding to the count is entitled 
to patent claims directed to that subject matter. 

10. The USPTO designated claims 1-6 and claims 15-20 of the Chatterjee '421 
application as corresponding to the count. 

1 1 . Deb K. Chatterjee is the first inventor of the subject matter of claims 1-6 and 
claims 15-20 of the Chatterjee '421 application, which is entitled to priority under 35 U.S.C. § 

1 20 to the priority benefit of the filing date of Chatterjee's priority applications, namely. United 
Stales Patent Application Serial No. 08/576,759, filed December 21. 1995 ("the Chatterjee 759 
application' 1 ). United Stales Patent Application Serial No. 08/537,397, Hied October 2, 1995 
("the Chatterjee '397 application"), and United States Patent Application Serial No. 08/525,057, 
J i led September 8, 1995 ("the Chatterjee '057 application' 1 ). 
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12. The entire right, title, and interest in and to the Chatterjee T 42 ] , the Chatterjee 759 
application, the Chatterjee '397 application, and the Chatterjee '057 application have been 
assigned to Invitrogcn, which, for the purposes of this action, is the real party in interest for said 
applications. 

13. The USPTO designated claims 1-3, 5-1 K 32, 40, 55, 56, 63, 69, and 70 of the 
Tabor 365 patent as corresponding to the count. 

14. Upon information and belief, Stanley Tabor and Charles Richardson claim to be 
the inventors of the subject matter of claims 1-3, 5-1 1. 32, 40. 55 ; 56, 63, 69, and 70 of the Tabor 
'365 patent, which purports to be entitled to the benefit under 35 U,S,C, § 120 of United States 
Patent Application Serial No. 08/324,437, filed October 17, 1994 ("the Tabor '437 application"), 
now abandoned. 

15. Upon information and belief, Stanley Tabor and Charles Richardson have 
assigned ail rights in the Tabor '365 patent and the Tabor '437 application to Harvard, which, for 
the purposes of this action, is the real party in interest for the Tabor '365 patent, 

16. During the 792 interference and on March 1 5, 2007, the Board mailed and filed 
paper no. 109, titled "Judgment - Merits - Bd. R. 127" (attached hereto as Exhibit A), which 
reads in part: "ORDERED that judgment is entered against Chatterjee; FURTHER ORDERED 
that Deb. K. Chatterjee is not entitled to a patent to claims 1-6 and 15-20 of Application 
09/558,421, which correspond to Count 1 and which arc all the claims of the application." 

17. During the '292 interference and on March 15, 2007, the Board mailed and filed 
paper no. 108. titled "Decision - Priority - Bd. R. 125(a)" (attached hereto as Exhibit B) ; which 
reads in part: "ORDERED that Chatterjee Motion 2 for priority is denied." 

1 8. The Board's decisions or judgment in the '292 interference were based upon 
several erroneous determinations adverse to party Chatterjee, including, but not limited to, those 
set forth in paragraphs 19-21 of this Complaint, 
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19. During the 792 interference and on March 1 5, 2007. the Board erroneously 
determined that Chatterjee failed to sho\v ? by a preponderance of the evidence, that Chatterjce 
actually reduced to practice an embodiment of the Count prior to Tabor's accorded benefit date. 

20, During the '292 interference and on March 15, 2007. the Board erroneously 
determined that Chatterjce failed to show, by a preponderance of the evidence, an actual 
reduction to practice of an embodiment within the scope of the Count on September 12. 1991. 

2 1 , During the '292 interference and on March 1 5, 2007, the Board erroneously 
determined that Chatterjee failed to show, by a preponderance of the evidence, an actual 
reduction to practice of an embodiment within the scope of the Count on July 29, 1994. 

22. Upon information and belief, no party to the 792 interference has appealed the 
decision of the Board to the United States Court of Appeals for the Federal Circuit. 1 

PRAYER 

WHEREFORE, Invitrogen prays for a judgment: 

1 . Reversing all portions of the Board's decisions or judgment adverse to Chatterjee 
including reversing the Board's decisions of March 15. 2007 against Chatterjee: that Deb. K. 
Chatterjce is not entitled to a patent to claims 1-6 and 15-20 of the Chatterjee '421 application, 
and that Chatterjee failed to show, by a preponderance of the evidence, an actual reduction to 
practice of an embodiment within the scope of the Count prior to the earliest accorded benefit 
date of the Tabor '365 patent. 

2. Adjudging that Deb K. Chatterjee is the first inventor of the invention defined by 
the count and that Invitrogen is entitled to a patent of the United States for said invention; 

1 Invitrogen has (lied a civil action in the District Court for the Southern District of 
California involving the same parties and allegations. Invitrogen files the Massachusetts action 
to preserve its ability to appeal the decision of the United States Patent and Trademark Office in 
the 792 interference if jurisdiction or venue is not proper in the Southern District of California. 
As required by 35 U.S.C, § 146 and 37 C.F.R, § 1 .304 ; the actions filed in this Court and in 
California have been died within two months of the date of the decision of the United States 
Patent and Trademark Office in the 792 interference. 
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3. Determining that all claims of the Tabor 365 patent corresponding to the count 
are unpatentable to Tabor; 

4. Entering judgment for Invitrogen and against Harvard in the 792 interference; 

5. Declaring this action an exceptional case; 

6. Awarding Invitrogen its costs in this action, including its reasonable attorneys' 
fees; and 

7. Awarding Invitrogen such other and further relief as the Court may deem just and 

proper. 

JURY TRIAL DEMAND 

Invitrogen hereby demands a trial by jury on all issues so triable. 



6 1 767-0003/U:OAU 3232227 2 



-5- 



Case 1:07-cv-10917 Document 1 Filed 05/15/2007 Page 6 of 6 



Respectfully submitted. 

i KA tc 1NVI TROGEN CORPORATION 

Dated; Mav 15,2007 n . 

By its attorneys. 

/s/ Michael R. Gottfried 



Michael R. Gottfried (BBO# 542156) 

mrgoltfried@duanemorris.com 

Anthony J. Fitzpatrick (BBO# 564324) 

ajfitzpatrick@dLianemorris.com 

DUANE MORRIS LLP 

470 Atlantic Avenue, Suite 500 

Boston, MA 02210 

Telephone: 857.488.4200 

Facsimile: 857.488.4201 



Michael J. Wise, California Bar No. 143501 

MWisc@perkinscoie.com 

Joseph Hamilton. California Bar No. 2 1 1 544 

J H am i I ton @perk i nsco i e xo m 

PERKINS COIE lu> 

1620 26th Street 

Sixth Floor. South Tower 

Santa Monica, CA 90404-4013 

Telephone: 310,788.9900 

Facsimile: 310J883399 
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Paper 109 

Filed by Trial Division Motions Panel 
Mail Stop Interference 
P.O. Box 1450 
Alexandria VA 22313-1450 
Tel: 571-272-9797 
Fax: 571-273-0042 

UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



DEB K. CHATTER JEE 
Junior Party, 
(Application 09/558,421), 
v r 

STANLEY TABOR 
and CHARLES RICHARDSON , 
Senior Party, 
(Patent 5, 614, 365) . 



Patent Interference No, 105,292 



Before Delmendo, Lane, and Nagumo, Administrative Patent 
Judges. 

Nagumo, Administrative Patent Judge, 

1 Judgment — Merits — Bd.R. 127 

2 For the reasons set out in the Decision, Paper 108, 

3 mailed on the same date as this JUDGMENT, it is: 

A ORDERED that adverse judgment is entered against 

5 Chatterjee; 

6 FURTHER ORDERED that Deb K. Chatterjee is not 

7 entitled to a patent to claims 1-6 and 15-20 of Application 



Filed: 
March 15, 2007 
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1 09/558, 421, which correspond to Count 1 and which are all 

2 the claims of the application. 

3 FURTHER ORDERED that a copy of this JUDGMENT 

4 shall be entered into the records of Application 09/558,421 

5 and U.S. Patent 5,614,365. 

6 FURTHER ORDERED that in the event of a settlement, 

7 the attentions of the parties are drawn to 35 U.S.C. 

8 § 135 (c) and Bd . R . 205. 

9 



/ Romu lo H. Delmendo/ 



ROMULO H . DELMENDO 



Administrative Patent Judge 



/Sally Gardner Lane/ 



BOARD OF PATENT 



SALLY GARDNER LANE 



APPEALS AND 



Administrative Patent Judge 



INTERFERENCES 



/Mark Nagumo/ 



MARK NAGUMO 



Administrative Patent Judge 
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cc (via Overnight mail) : 

Counsel for CHATTERJEE: 

Robert W. Esmond, Esq. 

STERNE, KESSLER, GOLDSTEIN & FOX 

1100 New York Avenue, N.W, 

Washington, DC 20005-3934 

Tel: 202-371-2600 

Counsel for TABOR: 

George E, Quillin, Esq, 
FOLEY & LARDNER LLP 
3000 K Street, N.W. 
Suite 500 

Washington, DC 20007-5109 
Tel: 202-672-5413 
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Paper 108. 

Filed by Trial Division Motions Panel Filed: 
Mail Stop Interference March 15, 2007 

P.O. Box 1450 
Alexandria VA 22313-1450 
Tel: 571-272-9797 
Fax: 571-273-0042 

UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

DEB K. CHATTER JEE 

Junior Party, afflABI CH 

(Application 09/558,421), fvlAiLtU 
v . 



Before Delmendo, Lane, and Nagumo, Administrative Patent 
Judges . 

Nagumo, Administrative Patent Judge . 

1 Decision - Priority - Bd. R. 125(a) 

2 I. Introduction 

3 The subject matter of this dnterference relates to the 
A discovery of a class of mutant DNA polymerase enzymes. The 

5 critical mutation is the substitution in the DNA polymerase 

6 of a single tyrosine residue for a specific phenylalanine 

7 residue, which is equivalent to adding an ™OH { "hydroxyl" ) 
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Chatterjee v. Tabor 

1 group to the phenyl group of the phenylalanine residue. 

2 The tyrosine mutation resulted in the ability of the 

3 mutated enzyme to incorporate dideoxynucleotides into the 

4 DNA molecule about as efficiently as deoxynucleot ides . 

5 Once a dideoxynucleot ide is incorporated into the DNA, the 

6 polymerization can no longer continue and the chain is 

7 terminated. For fascinating reasons that need not delay 

8 our consideration of the issues before us, the principal 

9 practical interest of the disputed enzymes is that they 

10 enabled the transformation of DNA sequencing by the "chain 

11 termination method" from an expensive laboratory technique 

12 yielding results that could be difficult to evaluate into 

13 an inexpensive, powerful, and widely used analytical tool. 

14 (See, e.g., Second Declaration of I. Robert Lehman, Ph.D., 

15 TX 1028 at 2, 5 7, through 4, 1 9; "I am confident that the 

16 rapid progress and success of the human genome project seen 

17 in the mid to late '90s and early 2000 f s was to a 

18 significant extent dependent on the DNA polymerase [of this 

19 interference]." Id. at 4, 1 9, last sentence.) 

20 The parties have filed motions for priority. Tabor 

21 has also filed a motion for judgment, deferred from the 

22 interlocutory phase of this interference (Paper 27 at 2), 

23 that Junior Party Chatterjee" s claims are anticipated by 
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1 disclosures by Tabor. Both parties have moved to exclude 

2 certain evidence. 

3 Oral argument was heard 5 March 2007 (transcript, 

4 Paper 107), Kevin W. McCabe, Esq., argued for Chatterjee. 

5 Richard J* Warburg, Esq., argued for Tabor. 

6 For the reasons set out post, we hold that junior 

7 party Chatterjee has failed to establish in its principal 

8 brief a prima facie case that it was first to reduce to 

9 practice an embodiment within the scope of the Count. 

10 Accordingly, as Chatterjee did not argue diligence, we DENY 

11 Chatterjee 1 s motion for priority. As there is no way 

12 Chatterjee can prevail in this interference, we DISMISS the 

13 remaining motions of both parties as moot. Judgment is 

14 entered separately in Paper 109, which is mailed on the 

15 same date as this Decision. 

16 II. Findings of Fact 

17 The following findings of fact and those set out in 

18 the Discussion are supported by a preponderance of the 

19 evidence of record. 

20 Junior Party Chatterjee 

21 1. Deb K. Chatterjee (Dr. Chatterjee) is the named 

22 inventor for Chatterjee, 
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1 2. Chatterjee is involved on the basis of application 

2 09/558,421 (TX 1006) l , which was filed 26 April 2000, 

3 as a Continuation of 

4 08/576,759 (TX 1005), filed 21 December 1995, now 

5 abandoned, which was filed as a Continuation of 

6 08/537,397 (TX 1004), filed 2 October 1995, now 

7 abandoned, which was filed as a Continuation-in-Part of 

8 08/525,057 (TX 1003), filed 8 September 1995, now 

9 abandoned. 

10 3. Chatterjee has been accorded the benefit for priority 

11 of each of the above-listed applications. (Paper 1 at 4.) 

12 4. The real-party-in-interest for Chatterjee is 

13 identified as Invitrogen Corp, (Paper 7 at 2.) 

14 5. Invitrogen Corp. is said to be the "surviving entity 1 ' 

15 of a merger between Invitrogen Corp* and Life Technologies, 

16 Inc. ("LTI") , the company for which Dr. Chatterjee and 

17 numerous fact witnesses worked at the relevant times, 

18 (SX 2043 at 1 n.l.) 

19 Senior Party Tabor 

20 6. Stanley Tabor and Charles Richardson are the named 

21 inventors for Tabor, 

1 Chatterjee exhibits are referred to as "CX 2xxx*\ while Tabor exhibits 
are referred to as "TX lxxx", 

EXHIBIT B 

COMPLAINT Page 15 



Case 1:07-cv-10917 Document 1-3 Filed 05/15/2007 Page 6 of 33 

Interference 105,292 Paper 108 

Chatterjee v. Tabor 

1 7. Tabor is involved on the basis of U.S. Patent 

2 5,614,365 (TX 1039), issued 25 March 1997, which is based 

3 on 

4 OB/337,615, filed 10 November 1994, as a Continuation- 

5 in-Part of 

6 08/324,437 (TX 1027), filed 17 October 1994, now 

7 abandoned, 

8 8. Tabor has been accorded the benefit for priority of 

9 each of the above^listed applications. (Paper 1 at 4 . ) 

10 9. The real-party-in-interest for Tabor is identified as 

11 the President and Fellows of Harvard College. The United 

12 States Department of Energy is identified as having a 

13 nonexclusive license, (Paper 11 at 1.) 

14 The Count 

15 10. The sole count in this interference is: 

16 Claim 1 of Chatterjee (09/558,421) 

17 or 

18 Claim 1 of Tabor (5,614,365). 

19 (Paper 1 at 5. ) 

20 11. Claim 1 of Chatterjee reads (line breaks and 

21 indentation added) : 

22 A DNA molecule comprising 

EXHIBIT B 
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1 a coding sequence for a mutant protein, 

2 wherein said mutant protein is a mutant DNA 

3 polymerase selected from the group consisting of: 

4 e. coli DNA polymerase I, 

5 Klenow fragment of E* coli DNA polymerase I, 

6 Streptococcus pneumoniae polymerase, 

7 Thermus aqvaticus polymerase, 

8 Thermus flaws polymerase, 

9 Thermus thermophilics polymerase, 

j_q Deinococcvs radiodurans polymerase, 

11 Bacillus caldotenax polymerase, 

12 e. coli bacteriophage T5 polymerase, 
3_3 mycobacteriophage L5 polymerase, 

14 Thermatoga maritima polymerase, and 

15 E . coli bacteriophage SP01 polymerase, 

16 wherein said mutant DNA polymerase comprises 

17 a substitution of Tyr for Phe at a position 

18 in said polymerase corresponding to Phe570 
!9 of wild-type T5 polymerase. 

20 (Paper 5 at 3.) 

21 12. A merits panel of the Board held that a DNA covered by 

22 Chatterjee claim 1 must encode a protein that polymerizes 

23 DNA. (Paper 57 at 15,) 



24 13. Claim 1 of Tabor 5,614,365 reads: 

25 Modified gene encoding a modified Pol I-type DNA 

26 polymerase 

27 wherein said modified gene is modified to encode 

28 a tyrosine residue at an amino acid position 

29 corresponding to T7 DNA polymerase residue 526 o 

30 at an amino acid position corresponding to 

31 K. coli DNA polymerase residue 762 in its dNMP 

32 binding site 

33 to increase ability of said modified DNA 

34 polymerase to incorporate a dideoxynucleotide 

35 relative to a corresponding deoxynucleotide 

36 compared to the ability of a corresponding 
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1 naturally-occurring unmodified DNA polymerase by 

2 at least 20-fold. 

3 (Paper 12 at 1. ) 

4 14. The claims of the parties are: 

5 Chatterjee: 1-6 and 15-20 

6 Tabor: 1-103 

7 15. The claims of the parties that correspond to the Count 

8 and that are involved in this interference are: 

9 Chatterjee: 1-6 and 15-20 

10 Tabor: 1-3, 5-11, 32, 40, 55, 56, 63, 69, 

11 and 70. 

12 16. The claims of the parties that do NOT correspond to 

13 the Count and that are NOT involved in this interference 

14 are: 

15 Chatterjee: none 

16 Tabor: 4, 12-31, 33-39, 41-54, 57-62, 

17 64-68, and 71-108. 

18 Chatterjee Motions 

19 17. Chatterjee Motion 1 (Paper 65} seeks judgment for 

20 priority. Tabor opposed (Paper 80) and Chatterjee replied 

21 (Paper 87) . 

22 18. Chatterjee Motion 2 (Paper 89) seeks to exclude 

23 certain exhibits. Tabor opposed (Paper 97) and Chatterjee 

24 replied (Paper 98) . 

EXHIBITS 
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Paper 108 



1 



Tabor Motions 



2 19* Tabor Motion 2 (Paper 75) seeks judgment that all of 

3 Chatterjee 1 s involved claims are anticipated under 35 U.S*C. 

4 §§ 102(a) or (e) . Chatterjee opposed (Paper 77) and Tabor 

5 replied (Paper 81) . 

6 20. Tabor Motion 3 (Paper 76) seeks judgment for priority, 

7 including judgment that Chatterjee derived the invention 

8 from Tabor, Chatterjee opposed (Paper 78) and Tabor 

9 replied (Paper 82) . 

10 21. Tabor Motion 4 (Paper 92) seeks to exclude certain 

11 exhibits. Chatterjee opposed (Paper 96) and Tabor replied 

12 (Paper 99) . 

13 Priority Statements 

14 22, Chatterjee asserts in its priority statement an 

15 earliest corroborated actual reduction to practice date of 

16 10 September 1991. (Paper 37 at 2.) 

17 23. Chatterjee asserts in its priority statement an 

18 earliest corroborated conception date of 14 June 1991. 

19 (Paper 37 at 2. ) 

20 24, Tabor asserts in its priority statement an earliest 

21 corroborated actual reduction to practice date of 11 August 

22 1994 . (Paper 28 at 1. ) 
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1 25. Tabor asserts in its priority statement an earliest 

2 corroborated conception date of 2 October 1993. (Paper 28 

3 at 1.) 

4 Chatterjee Motion 1 ( Priority) 

5 26. Chatterjee moves for judgment that it was the first to 

6 conceive and the first to reduce to practice based on two 

7 different embodiments within the scope of the Count. 

8 (Paper 65 at 10 and 14.) 

9 27. Chatterjee argues that it actually reduced to practice 

10 embodiments of the invention no later than 12 September 

11 1991, and no later than 29 July 1994. (Paper 65 at 13-14.) 

12 28. Chatterjee argues further that it did not abandon, 

13 suppress, or conceal its invention. (Paper 65 at 19.) 

14 29. Chatterjee makes no attempt in its principal brief to 

15 prove diligence from conception through an actual or 

16 constructive reduction to practice. 

17 First embodiment: T5 F57QY mutant 

18 30. Chatterjee argues that an actual reduction to practice 

19 of a T5 DNA polymerase F570Y mutant, in which, inter alia, 

20 the phenylalanine ( " F" ) at amino acid residue position 570, 
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1 was replaced by tyrosine ( "Y" ) , was done on 12 September 

2 1991, by Dr. John Hughes ("Hughes") and Dr. Chatterjee. 

3 31. According to Chatterjee, on that date, Hughes and 

4 Dr. Chatterjee showed that the prepared molecule had 

5 polymerase activity. (Paper 65 at 13.) 

6 32. Chatterjee cites Facts 99 and 100 in support of its 

7 actual reduction to practice. (Paper 65 at 13.) 

8 33. Fact 99 reads: 

3 99. On or about September 12, 1991, John Hughes 

10 performed experiments to purify and analyze and 

11 analyze [sic] E. coli DNAP (JH19) . This actxvity 

12 was recorded on page[s] 89-92 of notebook 3048. 

13 Exhibit CX2007, pages 89-92. 

14 (Paper 65 at 51. ) 

15 34. Fact 100 reads: 

16 100. On or about September 12, 1991, Deb 

17 Chatterjee preformed Lsic] a series of 

18 experiments to test the enzymatic activity of the 

19 mutated pSport T5 polymerase, indicating a 4 fold 

20 higher specific activity in induced clone 4 over 

21 the uninduced clone, and 2-3 fold higher specific 

22 activity of induced clone 7 over the uninduced 

23 clone. I also performed a restriction 

24 endonuclease assay of pSport T5 and identified 

25 that the clones were mutated and in the correct 
2 6 orientation. These experiments are recorded on 

27 page 45 of notebook 3128. Exhibit CX 2009, 

28 page 45. 

29 (Paper 65 at 51.) 
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1 35. Exhibit CX 2007 is presented as LTT notebook #3048, 

2 issued to John Hughes on 11 February 1991. (CX 2007 

3 at pdf3 2 .) 

4 36. Exhibit CX 2009 is presented as LTI notebook #3128, 

5 issued to Deb Chatterjee on 16 May 1991, entitled "T5 DNA 

6 Polymerase." (CX 2009 at pdf3.) 

7 37. Chatterjee, in its principal brief, does not direct 

8 our attention to any inventor testimony, nor to any 

9 corroborating testimony by non-inventors, in support of the 

10 alleged actual reduction to practice on 12 September 1991* 

11 38, Reviewing the notebook pages and declarations cited by 

12 Chatterjee in Statements of Material Fact 99 and 100, we 

13 find, albeit without the benefit of any guiding testimony, 

14 that: 

15 a. In notebook #3048, at pages 89-92, Hughes 

16 recorded Experiment JH-19, the purpose of which was, 

17 in his words, to n [t]est Deb Chatterjees 4 amino acid 

18 point mutation of T5 DMA polymerase for activity." 3 

19 (CX 2007 at 89. ) 

2 Citations to Party Chatterjee' s notebook pages are to the number 
printed on the page. Covers, title pages, etc., are not numbered, and 
are cited by the page number in the pdf file provided by Chatterjee on 
the CD-ROM disk. 

3 All of Hughes 1 entries are in capital letters, not reproduced here for 
ease of reading. 
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1 b. At page 90 of notebook #3048, Hughes wrote under 

2 a table of assays of cell lysates, -'Sample #4 shows a 

3 2-fold enhancement in activity over the uninduced 

4 control. This may not be significant however.' 1 

5 (CX 2007 at 90.) 

6 c. There does not appear to be a comparable 

7 statement regarding the activity of Sample #7 on 

8 notebook #3048 pages 89-92. 

9 d. Dr. Chatterjee appears to have recorded the 

10 results of Hughes 1 experiments in notebook #3128 at 

11 page 45: 

12 Gave all 4 Samples to J. Hughes 
13 

14 The results indicate that Sp. activity of #4 

15 induced clone was 4 fold greater than that 

16 of uninduced. 

17 sp. activity of #7 induced was S 2-3 fold 

18 higher." 

19 (CX 2009 at 45. ) 

20 e. Chatterjee has not directed our attention to any 

21 testimony explaining the relation of Chatterjee' s 

22 characterizations of the specific activity of 

23 samples #4 and #7 to the data recorded in Hughes' 

24 notebook #3048. 
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1 f. In particular, we have not been directed to any 

2 explanation of the 4-fold greater specific activity of 

3 sample #4. 

4 g. We also find in notebook #3128 at page 45 a 

5 report of a test with "AccI", and the comments, "AccI 

6 confirms that the clones are correct," and "I need to 

7 wait for a thermostable DNA polymerase for the same or 

8 similar mutation." (Id.) 

9 h. Dr. Chatterjee testifies that he "performed a 

10 restriction endonuclease assay of pSport T5 and 

11 identified that the clones were mutated and in the 

12 correct orientation* These experiments are recorded 

13 on page 45 of notebook 3128." [CX 2043 

14 at pdfl5\ \ 47.) 

15 i. We do not find a further explanation of the 

16 experiments reported at notebook #3128 at 45 (CX 2009) 

17 in Chatterjee T s declaration (CX 2043), 

18 j • In particular, Chatterjee has not directed our 

19 attention to testimony explaining the "AccI" test or 

20 the significance of Dr. Chatterjee ? s statement that he 



4 The pages are not numbered in the hard copy. 
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1 



needed "to wait for a thermostable DNA polymerase for 



2 



the same or similar mutation. 



3 



Second embodiment (Tag F667Y) 



4 39. Chatterjee argues that it has demonstrated a second 

5 actual reduction to practice no later than 29 July 1994, 

6 when Dr. Chatterjee received an oligonucleotide, 

7 synthesized for him by the LTI synthesis facility, having 

8 the stated purpose of making an F667Y mutation in Taq DNA 

9 polymerase. (Paper 65 at 14.) 

10 40. According to Chatterjee, after Dr, Chatterjee received 

11 the oligonucleotide, he performed an oligonucleotide- 

12 directed mutagenesis on the Taq polymerase gene and 

13 obtained a clone incorporating the mutant sequence. 

14 (Paper 65 at 14 . ) 

15 41. Chatterjee argues that the identity of the clone was 

16 confirmed by demonstration of an additional Asel 

17 restriction site derived from the oligonucleotide* 

18 {Paper 65 at 14 . ) 

19 42. Chatterjee argues further that thermostable polymerase 

20 activity was demonstrated by incorporating an 

21 "NgoAIV - Xbal restriction fragment" into an "inducible 

22 expression vector," which was transformed into bacteria. 
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1 Expression was induced, and an assay of the resulting 

2 culture showed thermostable polymerase activity. (Paper 65 

3 at 15*) 

4 43. Chatterjee cites Facts 837 and 838 in support of this 

5 asserted actual reduction to practice. (Paper 65 at 14.) 

6 44. Fact 837 cites CX 2062 (a from requesting synthesis), 

7 CX 2043 at M 90 and 91 (Chatterjee declaration), and 

8 CX 2021 at 166 (Chatterjee laboratory notebook #3573) . 

9 (Paper 65 at 260-61, % 837.) 

10 45. Exhibit CX 2062 is a copy of a sheet headed " REQUEST 

11 FOR SYNTHESIS OF OLIGONUCLEOTIDES," dated "7/26/94," from 

12 "Deb K. Chatterjee," apparently requesting two 

13 oligonucleotides, the sequences of which are specified. 

14 46. Oligonucleotide #2 is labeled "#2680, (33-mer) M and 

15 briefly described as "F667Y mutation of Taq." (CX 2062.) 

16 47. Dr. Chatterjee, in 5 90 of his declaration (CX 2043 at 

17 pdf24-25) describes the order he placed on 26 July 1994, 

18 for oligonucleotides, focusing on Sequence 2680. 

19 48. In particular, Dr. Chatterjee points out the 

20 subsequence I GTA | ATT | AAT | , describing the triplet GTA as 

21 the complement of the tyrosine codon TAC, and describing 
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1 the sequence ATTAAT as the "Asel restriction site." 

2 (CX 2043 at 25, I 90.) 

3 49. Dr. Chatterjee concludes: 

4 Ms. Licha[a] completed the synthesis of the 

5 oligonucleotide and provided it to me on or about 

6 July 29, 1994, as shown on the bottom signature 

7 line of this order form (Exhibit CX 2062), and I 

8 recorded this information in notebook 3573, 

9 page 166. A copy thereof is attached as exhibit 

10 CX 2021, page 166. 

11 (CX 2043 at 25, H 90.) 

12 50. Exhibit CX 2021, cited by Dr. Chatterjee, appears to 

13 be a copy of part of LTI Notebook #3573. 

14 51. LTI Notebook #3573 appears to have been issued to Mary 

15 Longo on 27 January 1993. (CX 2021 at pdf3.) 

16 52. Exhibit CX 2021 contains 24 pages; the first data page 

17 is a copy of page 153; the last page is a copy of page 175. 

18 53- Chatterjee Notebook #3573 at 166 is signed by 

19 ("Recorded by") Chatterjee and dated "8/12/94"; it also 

20 bears an illegible countersignature ("Witnessed & 

21 Understood by me," that is dated "8/17/94". (CX 2021 

22 at 166 [pdf 15] . ) 

23 54. LTI Notebook #3573 at 166 refers to "Oligos ordered 

24 Q582A & F667Y on 7/26/94." (CX 2021 at 166, 1. 1.) 
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1 55. LTI Notebook #3573 at 166: refers to Sequence 2680 as 

2 a 33-rner, further labeled M F667Y"; gives the DNA base 

3 sequence for the oligomer; and reports that it was 

4 "dissolved in 990 yl TE: 1000 ng/yl (1 pg/yl)". (CX 2021 

5 at 166, 11. 4-6,) 



6 56. LTI Notebook #3573 at 166 appears to contain no other 

7 indications of experiments conducted with Sequence 2 680. 

8 57, In particular, on page 166 there appears to be no 

9 record of any experiment on 29 July 1994 showing that a 

10 protein within the scope of the Count (i.e., containing 

11 Sequence 2680, the critical tyrosine-f or-phenylalanine 

12 mutation, or the "NgoAIW - Xjbal restriction fragment") 

13 having DNA polymerase activity was obtained. 

14 58. Moreover, on page 166, there appear to be no 

15 indications that a restriction map was obtained on 

16 29 July 1994. 

17 59. Fact 838 is in almost the same words as 

18 Dr. Chatterjee's testimony: 

19 Therefore, on or about July 26, 1994, to July 29, 

20 1994, 1 had a definite and permanent idea of a 

21 mutant Taq DNA polymerase with polymerase 

22 activity and non-discrimination properties 

23 comprising a phenylalanine to tyrosine 

24 substitution at position 667, including its full- 

25 length sequence. 
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1 (CX 2043 at 25, 5 91-) 

2 60. Chatterjee, in its principal brief, does not direct 

3 our attention to any testimony explaining how the events 

4 alleged to have occurred on 29 July 1994 , show that 

5 Dr. Chatterjee had obtained a DNA molecule that encoded a 

6 mutant protein having the required tyrosine^f or- 

7 phenylalanine substitution and DNA polymerase activity. 

B 61. Chatter jee asserts that the declaration of Adam 

9 Goldstein and of Harini Shandilya, together with 

10 Dr. Chatterjee' s notebooks, "as interpreted with 

11 particularity" in their declarations, corroborate the 

12 actual reduction to practice of the Taq F667Y mutant enzyme 

13 on 29 July 1994. (Paper 65 at 15-16.) 

14 62* In its principal brief, Chatter jee does not direct our 

15 attention to particular statements in the declarations, 

16 laboratory notebooks, or other documents that may have been 

17 prepared by Goldstein or Shandilya, in support of its 

18 Taq F667Y actual reduction to practice argument. (Paper 65 

19 at 14-16. ) 

20 63. Facts 837 and 838, mentioned above as the only 

21 statement of facts mentioned by Chatterjee in this portion 
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1 of its argument, are silent as to corroborating statements 

2 by Goldstein or Shandilya. 

3 Abandon, Suppre ss,_ or Conceal 

4 64. Chatterjee argues that it did not abandon, suppress, 

5 or conceal its invention from either 12 September 1991, or 

6 29 July 1994 [its two alleged actual reductions to 

7 practice) and 8 September 1995 (its filing date and 

8 constructive reduction to practice}* (Paper 65 at 18-22.) 

9 65. Chatterjee asserts that there was "a coordinated 

10 effort by Dr. Chatterjee and other scientists under his 

11 direction to develop isolated polynucleotides encoding 

12 mutant DNA polymerases comprising the FY mutation recited 

13 in the Chatterjee claims (Paper 65 at 20, citing 

14 Facts 99-1198.) 

15 66. In Chatterjee' s words, ,T [t]he coordinated effort 

16 comprised: (a) isolation of DNA polymerase genes from a 

17 variety of thermostable and nonthermostable organisms; 

18 (b) introduction of mutations into certain of those 

19 isolated polymerase genes; and (c) production and 

20 characterization of the enzymatic activities of the mutant 

21 DNA polymerases encoded by those genes." (Paper 65 

22 at 20-21, citing Facts 99-1198.) 
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1 67. Chatter jee urges that these activities were "directed 

2 toward perfecting the invention that ultimately was the 

3 subject of Party Chatterjee's involved patent application." 

4 (Paper 65 at 21.) 

5 68. Chatterjee does not, in its principal brief, make any 

6 significant attempt to relate any of the activities said to 
1 comprise its "coordinated effort" to the limitations of its 

8 involved claims or to disclosures in its involved 

9 specification. 

Discussion 



10 



11 



The statute governing interferences reads, in relevant 



12 part: 



13 A person shall be entitled to a patent unless- 

14 * * + during the course of an interference 

15 conducted under section 135 .. . another 

16 inventor involved therein establishes, to the 

17 extent permitted in section 104, that before such 

18 person's invention thereof, the invention was 

19 made by such other inventor and not abandoned, 
suppressed, or concealed. ... In determining 



20 zsu^pj-^^-j^^r — , . 

21 priority of invention under this subsection, 

22 there shall be considered not only the respective 

23 dates of conception and reduction to practice of 

24 the invention, but also the reasonable diligence 

25 of one who was first to conceive and last to 

26 reduce to practice, from a time prior to 

27 conception by the other. 

28 35 U.S.C. § 102(g)(1)- In the present case, Chatterjee has 

29 not tried to show that it was diligent. Accordingly, we 

30 need consider only whether Chatterjee has carried its 
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1 burden of establishing a date of actual reduction to 

2 practice prior to Tabor's accorded benefit date. "Proof of 

3 actual reduction to practice requires satisfaction of a two 

4 pronged test: (1) the party must have constructed an 

5 embodiment that met every element of the interference count, 

6 and (2) the embodiment must have operated for its intended 

7 purpose." Eaton v. Evans, 204 F.3d 1094, 1097, 53 USPQ2d 

8 1696, 1698 {Fed. Cir, 2000). 

9 Evidence submitted in a contested case in support of 

10 motions must conform to the Federal Rules of Evidence - 

11 Bd.R. 152. The requirements for testimony as to 

12 specialized matters are also specified by regulation: 

13 (a) Expert testimony that does not disclose the 

14 underlying facts or data on which the opinion is 

15 based is entitled to little or no weight. 

16 Testimony on United States patent law will not be 

17 admitted. 

18 (b) If a party relies on a technical test or data 

19 from such a test, the party must provide an 

20 affidavit explaining: 

21 (1) Why the test or data is being used, 

22 (2) How the test was performed and the data 

23 was generated, 

24 (3) How the data is used to determine a 

25 value, 

2 6 (4) How the test is regarded in the relevant 

27 art, and 
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(5) Any other information necessary for the 
Board to evaluate the test and data. 

3 Bd.R. 158. Moreover, testimony or other evidence offered 

4 solely by an inventor is entitled to no weight unless it is 

5 corroborated. Brown v. Barbacid, 216 F.3d 1327, 1335, 61 

6 USPQ2d 1236, 1240 (Fed. Cir. 2002) ("an inventor's 

7 testimonial assertions of inventive facts require 

8 corroboration by independent evidence.") 

9 As a preliminary matter, we note that both of 

10 Chatter jee' s alleged dates of actual reduction to practice, 

11 9 September 1991, and 29 July 1994, are prior to 11 August 

12 1994, the date Tabor alleged in its priority statement as 

13 its earliest corroborated actual reduction to practice. 

14 (Paper 28 at 1.) Thus, if Chatterjee's motion were to be 

15 granted, Tabor would not be entitled to a patent to its 

16 involved claims. On the other hand, if Chatter jee does not 

17 carry its burden, Tabor, as the senior party, is presumed 

18 to be the prior inventor. Bd.R. 207(a)(1). 

19 Chatterj ee argues that John Hughes and Dr. Chatter jee 

20 obtained an actual reduction to practice of the T5 F570Y 

21 mutant on 12 September 1991 by showing that the prepared 

22 molecule had polymerase activity. (Paper 65 at 13.) 

23 Chatterjee cites only Facts 99 and 100 in support of its 
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1 actual reduction to practice. (Paper 65 at 13.) Facts 99 

2 and 100 read in their entirety as follows: 



3 99. On or about September 12, 1991, John Hughes 

4 performed experiments to purify and analyze and 

5 analyze [sic] E. coli DNAP ( JH19) . This activity 

6 was recorded on page[s] 89-92 of notebook 304B. 

7 Exhibit CX2007, pages 89-92. 

8 100. On or about September 12, 1991, Deb 

9 Chatterjee preformed [sic] a series of 

10 experiments to test the enzymatic activity of the 

11 mutated pSport T5 polymerase, indicating a 4 fold 

12 higher specific activity in induced clone 4 over 

13 the uninduced clone, and 2-3 fold higher specific 

14 activity of induced clone 7 over the uninduced 

15 clone. I also performed a restriction 

16 endonuclease assay of pSport T5 and identified 

17 that the clones were mutated and in the correct 

18 orientation. These experiments are recorded on 

19 page 45 of notebook 3128. Exhibit CX 2009, 

20 page 45. 

21 (Paper 65 at 51.) Notebook #3048 appears to have been 



22 issued to Hughes. (CX 2007 at pdf3.) Notebook #3128 

23 appears to have been issued to Dr. Chatterjee. (CX 2009 

24 at pdf 3. ) 



25 Chatterjee, in its principal brief, does not direct 

26 our attention to any credible testimony that explains, on 

27 the basis of the notebook disclosures, how the experiments 

28 were conducted, how any values reported were determined 

29 from the raw data, and why those skilled in the art would 

30 consider those experiments to be a reasonable proof that 

31 the polymerases worked for their intended purpose. We have 



COM PLAINT 



-23- 



KXHIUIT I? 
Page 34 



:07-cv-1 091 7 Document 1 -3 Filed 05/1 5/2007 Page 25 of 33 



Interference 105,292 Paper 108 

Chatterjee v. Tabor 



1 reviewed notebook #3048, pages 89-92 (CX 2007, 89-92 and 

2 three extra pages apparently inserted between pages 90 

3 and 91 in the original notebook) and notebook #3128, 

4 page 45 (CX 2009 at 45), but find they do not "speak for 

5 themselves," at least to us. They are too terse to enable 

6 us, non experts in this art, to make findings of fact as to 

7 their meaning or importance in support of the alleged 

8 actual reduction to practice on 12 September 1991. 5 Absent 

9 testimony explaining experiments in accord with Bd * R . 158, 

10 and, if the opposing party sees fit to file it, cross- 

11 examination testimony of the declarant, we are seldom in a 

12 position to evaluate the evidence on which a party relies 

13 to support its case* Under such circumstances, we are 

14 constrained to accord such evidence no weight. Thus, 

15 Chatterjee T s failure to timely present and explain 6 the 

16 evidence on which it relies is sufficient reason to deny 



5 We are able to determine, however, that at least the first sentence 
of Fact 100 is not true: Dr. Chatter jee did not conduct experiments to 
test the activity of "the mutated pSport T5 polymerase.'* CX 2009, 
page 45, indicates that the samples were given to "J. Hughes" for 
analysis. Chatterjee's inaccurate handling of its own record decreases 
still further our confidence in the force of its arguments. 

6 At oral argument , Chatter jee pointed to a declaration signed by 
Professor Myron F , Goodman (CX 2075) as supporting its prima facie case. 
{Paper 107 at 20 r 1. I8ff.) As the panel noted then (id. at 21, 1, 16, 
through 22, 1. 7), Chatterjee's principal brief on priority was filed 
(on 11] July 2006, whereas Dr. Goodman did not sign his declaration 
until 12 October 2006, Dr. Goodman's testimony comes too late to 
support Chatter jee' s case-in-chief, and we shall not consider it. 
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1 Chatterjee Motion 1 as to proof of an actual reduction to 

2 practice on 12 September 1991. 7 

3 A party's brief must not only refer specifically to 

4 evidence in support of its position — it must (when, as here, 

5 it is necessary) explain the evidence and explain why that 

6 evidence supports the relief it has requested. In other 

7 words, a party must argue its case. The Board will not act 

8 as an advocate for a party that has failed to argue its 

9 case. 

10 In our experience, laboratory notebooks recording 

11 specialized experiments rarely "speak for themselves" to 

12 non-specialist readers. These notebooks are no exception. 

13 Outside of some of Hughes' entries, there are few, if any, 

14 indications to the non-expert reader precisely what were 

15 the goals of the experiments. Similarly, there are few, if 

16 any, indications of whether those goals were achieved. Not 
11 surprisingly, because this is not normally the purpose of a 
IB laboratory notebook, there appear to be no explanations of 

19 how the experiments worked, or how the results were 

20 obtained and interpreted, Chatterjee 1 s burden to explain, 

21 with the assistance of a knowledgeable witness, its 

1 Moreover, Chatterjee, in its principal brief, does not direct our 
attention to any credible testimony or evidence corroborating 
Dr. Chatterjee^ notebook, i.e., his alleged recognition, on 
12 September 1991, of the actual reduction to practice. 
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1 evidence, is dictated by common principles of fairness. 

2 Chatterjee 's mode of argument, if permitted, would unfairly 

3 burden the other party by forcing them to hypothecate the 

4 strongest argument Chatterjee could make from Chatterjee's 

5 own record, and to then set about evaluating and developing 

6 evidence to support an argument opposing the hypothetical 

7 substantive motion. Similarly, while the Board is fairly 

8 charged with understanding and evaluating a well-posed and 

9 well-supported argument, it is under no obligation to 

10 shoulder the burden of divining what arguments a movant 

11 intended to make based on the evidence presented. 

12 Administrative Patent Judges are adjudicators, not 

13 advocates. 

14 Because Chatterjee does not argue diligence, we need 

15 not and do not consider Chatterjee's case for conception on 

16 14 June 1991. 

17 In summary, we determine that Chatterjee has failed to 

18 prove an actual reduction to practice of an embodiment 

19 within the scope of the Count on 12 September 1991. 

20 Chatterjee argues that it has demonstrated a second 

21 actual reduction to practice no later than 29 July 1994, 

22 when Dr. Chatterjee received an oligonucleotide synthesized 
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1 for him having the stated purpose of making an F667Y 

2 mutation in Taq DMA polymerase. (Paper 65 at 14.) 

3 According to Chatterjee, after Dr. Chatterjee received the 

4 oligonucleotide, he performed an oligonucleotide directed 

5 mutagenesis on the Taq polymerase gene and obtained a clone 

6 incorporating the mutant sequence* (Paper 65 at 14.) 

7 Chatterjee argues that the identity of the clone was 

8 confirmed by demonstration of an additional Asel 

9 restriction site derived from the oligonucleotide. 

10 (Paper 65 at 14.) Chatterjee argues further that 

11 thermostable polymerase activity was demonstrated by 

12 incorporating an "WgoAIV - Xbal restriction fragment into 

13 an ''inducible expression vector," which was transformed 

14 into bacteria. According to Chatterjee, expression was 

15 induced, and an assay of the resulting culture showed 

16 thermostable polymerase activity. (Paper 65 at 15.) 

17 The only evidence that Chatterjee cites in its 

18 principal brief in support of an actual reduction to 

19 practice on 29 July 1994 are Facts 837 and 838. (Paper 65 

20 at 14.) Facts 837 and 838 cite a request for synthesis of 

21 two oligonucleotides (CX 2062), Dr, Chatterjee declaration 

22 (CX 2043, II 90 and 91), and LTI notebook #3573 (CX 2021 

23 at 166), (Paper 65 at 260-61, n 837-38,) Our review of 
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1 exhibit CX 2062 persuades us that it is fairly 

2 characterized as a request for synthesis of an 

3 oligonucleotide. However, our review of Dr. Chatterjee' s 

4 declaration (CX 2043) and notebook. (CX 2021 at 166) does 

5 not permit us to conclude that he performed, on 29 July 

6 1994, any of the experiments Chatterjee asserts showed the 

7 invention worked for its intended purpose. We find no 

8 indication of a demonstration on that date of an Asel 

9 restriction site in the purported DNA polymerase molecule 

10 or that the purported DNA polymerase molecule exhibited 

11 thermostable polymerase activity. Indeed, as near as we 

12 can tell from notebook page 166, and as Chatterjee 

13 confirmed at oral argument 6 , all Dr. Chatterjee had on 

14 29 July 1994 was the oligonucleotide he had ordered. 

15 Dr. Chatterjee did not have the complete DNA molecule 

16 encoding a DNA polymerase as recited in the Count, not to 

17 mention the protein coded for by that DNA, that could be 

18 tested for any of its properties. At oral argument, 

19 Chatterjee urged that proof of an actual reduction to 

20 practice merely requires proof of "possession" of the 

21 invention (Paper 107 at 14, 11. 14-19), apparently as that 

* Paper 107 at 11, 1. 22, through 12, 1. 3: 

Q: What's the date of the actual reduction to practice? 

Mr. McCabe: July 29 when the oligo was made. 
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1 term is used in discussions of written description. This 

2 argument is utterly without merit. Chatterjee appears to 

3 have conflated the requirement for conception with the 

A requirement for actual reduction to practice. The term 

5 "actual" in "actual reduction to practice" means exactly 

6 what it says. Thus, we reject Chatterjee* s proof of an 

7 actual reduction to practice on 29 July 1994. 

8 Because Chatterjee has failed to establish a prima 

9 facie case for an actual reduction to practice, we need not 

10 consider Chatterjee 1 s position that Goldstein and Shandilya 

11 provided adequate corroboration. Similarly, we need not 

12 consider Chatterjee' s arguments that it did not abandon, 

13 suppress, or conceal its invention* 

14 Chatterjee 's motion that it proved an actual reduction 

15 to practice of an embodiment within the scope of the Count 

16 on 29 July 1994, fails for lack of any credible supporting 

17 evidence. 

18 Chatterjee has failed to show, by a preponderance of 

19 the evidence, that it actually reduced to practice an 

20 embodiment of the Count prior to Tabor's accorded benefit 

21 date. Chatterjee has not alleged, in its principal brief, 

22 diligence from a date prior to Tabor's earliest conception 
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1 through a reduction to practice, whether actual or 

2 constructive. Thus, there is no basis on which Chatter jee 

3 can overcome Tabor's status as the senior party in this 

4 interference . 

5 Accordingly, Tabor's motions are moot. Because we 

6 need not and do not reach Tabor *s motions, Chatterjee 's 

7 motion 2, to exclude certain evidence, is also moot. 

8 Judgment adverse to Chatterjee is entered in Paper 109, 

9 mailed on the same date as this Decision. 

10 IV. Order 

11 For the reasons given supra, it is 

12 ORDERED that Chatterjee Motion 2 for priority is 

13 DENIED. 

14 FURTHER ORDERED that Chatterjee Motion 3 is 

15 DISMISSED. 

16 FURTHER ORDERED that Tabor Motion 2 is DISMISSED. 

17 FURTHER ORDERED that Tabor Motion 3 is DISMISSED. 

18 FURTHER ORDERED that Tabor Motion 4 is DISMISSED. 

19 FURTHER ORDERED that a copy of the DECISION shall 

20 be entered into the records of Application 09/558,421 and 

21 U.S. Patent 5,614,365. 
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1 FURTHER ORDERED that in the event of a settlement, 

2 the attentions of the parties are drawn to 35 U.S.C. 

3 § 135(c) and Bd.R. 205, 

4 



/Romulo H. Delmendo/ 

ROMULO H- DELMENDO 
Administrative Patent Judge 



/Sally Gardner Lane/ ) BOARD OF PATENT 

SALLY GARDNER LANE ) APPEALS AND 

Administrative Patent Judge ) INTERFERENCES 



/Mark Nagumo/ 

MARK NAGUMO 

Administrative Patent Judge 
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